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Tue Vogue Company v. JAMES THOMPSON AND THE J. L. Hupson 
Company, Doina Business as THe THompson-Hvupson 


CoMPANY, AND THE Vocue Hat Company 


United States District Court, Northern District of Ohio, 


Western Division 
August 8, 1923. 


[rapE-Marks AND TravE-Names—Uwnrair Competirion—‘Vocue” as Mac- 

AZINE TITLE AND AS Marx ror Lapres’ Hars—Lack or CoMPpeEtTrrion 

Brit Dismissep. 

Where plaintiff, the publisher of a women’s fashion magazine 
called “Vogue”, was not and never had been engaged in trade, it 
could not, on the plea that the use of the same name by defendants’ 
on women’s hats tended to degrade its magazine in public esteem, ob- 
tain relief on the ground of unfair competition, and the bill of com- 
plaint was dismissed. 


SamME—SAamME—SAamME—Re tier Acarnst Use or NAME BY ANOTHER—WHEN 
GRANTED. 


Relief in cases like the one at issue has been granted only when 


there is shown a direct attack upon a property right. If there is misuse 
of another’s personal or trade-name, the circumstances must be 


such that a direct or indirect liability may be created against the 
complaining party in order that equity will interfere. 
In equity. Action for trade-mark infringement and unfair 


mmpetition. Bill dismissed. 


Harry D. Nims, MacDonald Delbitt and Herbert D. N. Jones, 
all of New York City, and Marshall & Fraser, of Toledo, 
O., for plaintiff. 

Samuel W. Banning and Ephraim Banning, of Chicago, IIl1., 
and Chas. H. Studin, of New York City, and Rathlin 
Fuller, of Toledo, O., for defendant. 


Westennaver, Judge: Plantiff’s bill charges infringement of 
ertain trade-marks and unfair competition. After it was filed, the 
Vogue Hat Company, manufacturer of ladies’ hats, sold as “Vogue 
Hats’’ by the original defendants, intervened and was made party 
defendant. This case is obviously destined for the Circuit Court of 
Appeals; hence I deem it unnecessary to prepare an extended opin- 
ion. As is usual in trade-mark infringement and unfair competition 


ontroversies, the respective briefs are treatises on all aspects of the 
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law. All contentions of the parties, both as to the law and facts, 
have been fully examined; indeed, as to the law, my examination 
has included many cases and some aspects of the legal principles 
involved not fully covered by the briefs. None of the contentions 
have been overlooked, but I deem it sufficient to state my conclu- 
sions with respect only to such as I deem controlling. 

The law of trade marks and of unfair competition is well 
settled. The principles controlling in this case are adequately 
stated in American Washboard Co. v. Saginaw Mfg. Co. (6 C. C. A.) 
103 Fed. 281; Rathbone, Sard & Co. v. Champion Steel Range Co. 
(6 C. C. A.) 189 Fed. 26 [1 T. M. Rep. 259]; Upjohn Co. v. 
Merrell Chemical Company (6 C. C. A.) 269 Fed. 209 [11 T. M. 
Rep. 87]; Columbia Mill Co. v. Alcorn, 150 U. S. 460, 464; Han- 
over Milling Co. v. Metcalf, 240 U. S. 403 [6 T. M. Rep. 149]; 
United Drug Co. v. Rectanus Co., 248 U. S. 90 [9 T. M. Rep. 1}. 
The principles stated in the foregoing Circuit Court of Appeals 
cases have never been modified nor enlarged in this Circuit. A 
tendency to enlarge them has been evidenced in some other circuits, 
particularly the Second Circuit Court of Appeals, but that tendency, 
if not checked, is disclosed to be erroneous by the Rectanus case. 
It is sufficient to refer to these cases as establishing the law upon 
which my conclusions are based. 

Plaintiff is not and never has been engaged in trade. Its 
business is and always has been that of publishing a magazine under 
the name “Vogue”. Hence there is and never has been any com- 
petition in trade, fair or otherwise, between it and the defendants. 
It is true plaintiff for a number of years designed and sold _ pat- 
terns for women’s dresses, known as “Vogue Patterns’’, but this 
business was outside of its corporate powers and was discontinued 
by it in 1919. Since that date the designing and selling of ladies’ 
dress patterns has been carried on by the Vogue Pattern Company. 
which is not a party plaintiff and whose rights and interests, if any 
it has, are not in issue. It is true also that plaintiff maintains a 
shopping service, but, obviously, this service is not of a nature to 


bring the parties in competition, nor is it in any manner affected by 


the alleged wrongful conduct of the defendants. As to this service, 
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Medlar & Holmes Shoe Co. v. Delsarte Mfg. Co., 68 N. J. Equity 
706, 714, is in point and controlling. 

Upon the facts the evidence does not disclose any fraudulent 
adoption by the Vogue Hat Company of the word “Vogue’’, nor its 
adoption with any purpose inimical to plaintiff nor with a view to 
deriving any advantage from the plaintiff's use of the word “Vogue” 
Defendant adopted its corporate name in 1911. It began to make 
and sell trimmed hats labeled and advertised as “Vogue Hats’’ as 
early as 1913. Its standards and product are of the highest class, 
and its business is as widely extended and in its field as well known 
as is plaintiff's magazine. The evidence does not show that the 
defendants have used the name “Vogue’’ or labeled or advertised 
their hats otherwise than in accordance with their clear legal right. 
And defendants, not having been guilty of any fraudulent conduct 
towards plaintiff, and having conducted their business in accord- 
ance with their legal rights, cannot be deprived of their lawful right 
to use a common descriptive word like “vogue” as the result of some 
misunderstanding on the part of the uninformed and uninterested 
public that “Vogue Hats” have some connection with plaintiff's 
magazine. See Rathbone, Sard & Co. v. Champion Steel Range Co., 
supra. Such confusion, if any there is, results from the lawful 
exercise by both parties of legal rights. 

Plaintiff did not adopt a family name of some one of its stock- 
holders, nor a fanciful or arbitrary name. It adopted a well-known 
descriptive word, not subject to exclusive appropriation as a trade 
mark or trade-name. The word “‘vogue’’ prior to its earliest adop- 
tion by plaintiff or its predecessors was in general use by persons, 
firms or corporations in marketing and selling various kinds of 
irticles. It has been ever since and is now widely used from one 
end of the United States to the other in marketing and selling mil 
linery, ladies’ wearing apparel and probably all kinds of merchant- 
ible articles. The record shows not less than two hundred and 
fifty like users of the name. One of these is for ladies’ dresses and 
suits, going back as far as 1895. Plaintiff, it may be conceded, 
has given the word “vogue” a secondary meaning as applied to a 


fashion or style magazine which at this date would be protected 
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against a similar use by another. It has not, however, thereby ac- 
quired a right to dominate the entire field of trade and commerce so 
that it may compel defendants or any one of the several hundred 
users of the name in marketing and distributing merchandise, to dis- 
continue or refrain from the further use thereof. If confusion or 
hardship results it is a consequence of plaintiff's selection of a 
common dictionary word not subject to exclusive appropriation 
and so commonly used in trade and commerce. In this aspect 
Columbia Mill Co. v. Alcorn, supra, is in point and controlling. 

Plaintiff's main reliance is dunt Jemima Mills Co. v. Rigney 
§ Co. (2 C. C. A.) 247 Fed. 407 [8 T. M. Rep. 163], and for this 
reason some comments thereon will be made. It was decided by 
a divided court. So that two judges who considered that case are 
in disagreement with the two judges who announced the opinion. 
The trade-mark or trade-name of the plaintiff was used in trade. 
It was a purely fanciful name, subject to exclusive appropriation, 
and not merely a dictionary or descriptive word open to use by 
the public. It was decided prior to the U. S. Supreme Court deci- 
sion in United Drug Co. v. Rectanus Co., supra. It is in my opinion 
in conflict therewith to the extent to which it permits a trade-mark 
or trade-name an existence in gross like a patent or copyright, 
instead of limiting it strictly to the specific trade or article of 
commerce in which it has been used and applied and as to which 
alone it has or can acquire a secondary meaning. If the Rectanus 
case had been before the Second Circuit Court of Appeals, I am 
persuaded that the able opinion below of District Judge Veeder 
(234 Fed. 804) would have been affirmed, because his opinion is 
in strict agreement with Mr. Justice Pitney’s opinion. The Aunt 
Jemima case contains other expressions in the nature of dicta which 
are not in accord with my understanding of the law nor in my 
opinion supported by the weight of authority. Be that as it may, 
the present case is akin to and governed by Pabst Brewing Co. v. 
Decatur Brewing Co. (7 C. C. A.) 284 Fed. 110 [13 T. M. Rep. 1] 


which is in accord with sound principles. Other cases cited to the 
same purport have been examined but do not all call for separate 
comment. 
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Plaintiff's counsel on this hearing conceded that the relief 
sought required that a step forward should be taken in the law 
of unfair competition. I agree with this concession, but am un- 
willing to take the step. To grant the relief asked requires the 
recognition and enforcement of rights hitherto never recognized nor 
protected in equity by injunction. A plaintiff not being engaged 
in trade, there is no basis upon which to charge unfair competition 
with the defendant which is in trade. Plaintiff publishes and sells 
a magazine. Defendant makes and sells hats. Plaintiff never 
having applied its trade-name to hats or other articles of wearing 
apparel has not acquired a right in gross to that trade-mark or 
trade-name, which prevents other parties from adopting and using 
the word “vogue” in trade or as applied to articles of commerce. 

This is particularly true since the name “vogue” is descrip- 
tive and not subject to exclusive appropriation. Plaintiff's com- 
plaint is merely that some other person not a competitor in trade 
is using in part a name which plaintiff uses in publishing a ma- 
gazine, and that this becomes in some way a trespass or wrongful 
invasion of its property right in that name. There is no principle 
of the law of unfair competition and no equitable rule pertaining 
to relief by injunction which supports its contention. 

Otherwise stated, plaintiff's true contention comes down to 
this: It publishes a magazine under the name “Vogue” which 
discusses and criticizes styles and fashions in women’s dress, wear- 
ing apparel and other articles of personal adornment. That the 
reputation of this magazine has now become well and widely known 
as an authority in such matters of style and fashion. That the use 
of this name by others dealing commercially in such articles tends 
to degrade plaintiff's magazine in public esteem by causing the 
public to suspect or believe that plaintiff may be likewise engaged 
in trade in such articles, thereby destroying the confidence and 
respect of its readers in the impartiality of its published opinions. 
This consequence and the resulting damage are too shadowy and 
intangible to support an injunction. It is difficult to perceive how 
such an unfounded impression can exist or obtain currency in view 
of plaintiff's repeated declarations in its magazine that it is not 
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engaged in trade and has no connection in any way with persons 
making and selling hats, dresses or other articles of wearing ap- 
parel. It is equally difficult to perceive that this unfounded im- 
pression among uninformed persons can be productive of any 
substantial damage to any property right of plaintiff. 

Similar efforts to protect like intangible rights have often been 
made without success, including efforts to establish the personal 
right of privacy in one’s name and photograph. Relief has been 
granted only when there is shown a direct attack upon a property 
right. If the parties are not competitors in trade or if their trade 
is not so nearly allied that plaintiff's business and good-will are 
injured by the wrongful appropriation of a similar name, then that 
business or good-will must be impaired by threats, intimidations or 
some form of oppression in order to justify equitable relief. If 
there is a misuse of another's personal or trade-name, the circum- 
stances must be such that a direct or indirect liability may be 
created against the complaining party in order that equity will 
interfere. Relief has seldom if ever been granted on the ground 
that plaintiff is libelled or slandered or that his sensibilities have 
been injured or wounded. It was on the ground that indirect 
financial liability might be imposed that relief was granted in 
Walker v. Ashton, 2 Ch. Div. (The London Times Case), which is 
often cited as having a broader scope. For a full consideration of 
the circumstances under which relief will or will not be given when 
there is no unfair competition in trade but merely a wanton mis- 
appropriation of plaintiff's personal or business name, see the fol- 
lowing: Adriance, Platt & Co. v. National Harrow Co., 98 Fed. 


118: Edison v. Thomas A. Edison, Jr., Chemical Co., 128 Fed. 


957; Vassar College v. Loose-Wiles Biscuit Co., 197 Fed. 982 
[2 T. M. Rep. 496]; Edison v. Edison Polyform & Mfg. Co., 73 
N. J. Equity 186; Atkinson v. Doherty & Co., 121 Mich. 8372; Mar- 
lin Fire Arms Co. v. Shields, 171 N. Y. 384; Roberson v. Rochester 
Folding Box Co., 171 N. Y. 5388; Henry v. Cherry § Webb, 30 R. I. 
1; 136 Am. St. 928. 
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My conclusion is that plaintiff is not entitled to the relief 
sought, or any part of it, against the defendants or any one of 
them, and its bill will be and is dismissed. 


Caron Corporation v. Importers ExcuHanae, Inc. 


United States District Court, Southern District of New York 
July 24, 1923 


Tape-Marks—INFRINGEMENT AND Unrair CoMPETITION 

OricinaL Trape-Mark—Insuncrion. 

The unauthorized rebottling and sale by the defendant of plaint- 
iff's perfume, made in France and imported into the United States, 
under the trade-mark “Caron’s Narcisse Noir”, justifies an interlocu- 
tory injunction forbidding any sale thereof by defendant, except in 
the plaintiff's original bottles. 


{EFILLING UNDER 


< 


In equity. Suit for unfair competition. Injunction granted. 


Evarts, Choate, Sherman & Leon (Mock & Blum, of counsel 


all of New York City, for plaintiff. 
Abr. A. Silberberg, of New York City, for defendant. 


LearNep Hanp, District Judge: After Coty v. Prestonettes, 
Inc., 285 Fed. R. 501 [12 T. M. Rep. 205]; there is no issue in 
this case outside of estoppel. That defense is not made out. None 
of Daltroff’s ‘distributors’ had authority to allow the defendant 
to use his name unlawfully and all notice to them may be put aside. 
There remain only the statements of Cahn, Marcus and Blume that 
in the autumn and early winter of 1922 they saw Daltroff in Paris 
and told him that the defendant was rebottling his perfume. None 
of them professes to say that he consented. He could scarcely have 
done so because he had written Jahiel on August thirty-first, that 
he was altogether hostile to that kind of “publicity”. Jahiel says 
he told Marcus of this answer and indeed he could scarcely have 
failed to do so. The defendant got express notice on November 
twenty-first or twenty-second, 1922, that they must stop rebottling. 
At the very end of 1922, Jahiel wrote to Marcus, Blume and Cahn 
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that they must see to it that rebottling must stop. Each assented 
and Marcus said that he had long since given up selling to any 
rebottlers. Ejither that or his affidavit is false; it makes no differ- 
ence which. 

It seems scarcely necessary to spend further time on so flimsy 
a defense. The defendant has never had the least justification for 
rebottling, and what perfume it has bought and bottled it may not 
sell. In such cases a judge ought not to palter with an infringer, 
but cut him off at once, letting the loss which he has invited fall 
on him as it should. The plaintiff may take an interlocutory in- 
junction forbidding any sale from this time on of Caron’s “Nar- 
cisse Noir” except in the plaintiff's original bottles. It will give 


+ 


a bond in the sum of $7,500 as a condition of the injunction. 


Curper Bett Lacer Co. v. Detroit Bett Lacer Co. 


Supreme Court of Michigan 


June 21, 1923 


Trape-Marks anp Trape-Names—Unrair CompetitioN—MANUFACTURE AND 
Sate or Carpep Berr-Lactna Hooxs, Spacep ror INSERTION IN 
Patented Betr-Lactinc Macnrnes Nor Unram Comperirion. 
Selling carded belt-lacing hooks, spaced like unpatented hooks 

manufactured and sold by a competitor for use in connection with 
patented belt-lacing machines manufactured by, and sold without 
profit to enlarge the market for its hooks, held not unfair competition 
against which an injunction will issue to protect the integrity of the 
latter’s “unique selling system,” in the absence of deception, misrep- 
resentation, or confusion of goods; there being no property right in a 
monopoly of proportions or measurements, in the absence of patent 
protection. 


In equity. Suit for unfair competition. Appeal and affirmal. 


Argued before Wrest, Circuit Judge, and Fettows, McDonatp, 


Cxiark, Birp, SHARPE, and Steee, Judges. 


Knappen, Uhl & Bryant, of Grand Rapids, Mich. (Chappell 
& Earl, of Kalamazoo, Mich., and John L. Mechem, of 


counsel) for appellant. 











acer 
CLIPPER BELT LACER CO. V. DETROIT BELT LACER CO. IO/ 


William J. Belknap and Charles H. Hatch (Whittemore, Hul- 
bert Whittemore & Belknap, all of Detroit, Mich, of 


counsel), for appellee. 


Steere, Judge: The parties to this suit are corporations or- 
ganized under the laws of this state and competitors in the manu- 
facture and sale of belt-lacing machines and metallic staples or 
hooks, also called lacers, for lacing belts. Plaintiff has its principal 
office and place of business in the city of Grand Rapids and de- 
fendant in Detroit, Mich. 

Plaintiff filed this bill of complaint in the superior court of 
Grand Rapids to restrain defendant from selling its belt-lacing 
hooks carded with spaces exactly the same as plaintiff's, for an 
accounting to reach profits claimed wrongfully made by defendant 
and for damages suffered by plaintiff in consequence thereof. 

The controlling relief asked, as stated in its bill of complaint 
“(a) From manufacturing or selling its belt hooks so carded 
as to be substantially as the carded belt hooks of plaintiff are 
spaced, and from carding its belt hooks or selling the same when 
earded, with such hooks so spaced that its cards of hooks can be 
inserted in plantiff’s belt-lacer machines for use in connection with 
said belt-lacing machines.” 

No question of patent rights infringement is involved here, al- 
though at one time in the history of these companies they were in 
litigation upon that subject. Plaintiff does not deny defendant’s 
right to manufacture and sell belt-lacing machines and metallic 
lacers, or hooks, not so carded and spaced as to compete with those 
made by plaintiff. In their counsel’s brief, plaintiff's position is 
concisely stated as follows: 

“The Clipper Company’s claim was and is that it had, by its years of 
pioneer work, and at great expense, acquired an extremely valuable proper- 
ty in the demand for its carded hooks, and that defendant, by taking its 
exact spacing with the intent to pirate this property, was guilty of illegiti- 
mate and unfair competition which should be stopped by injunction. 


* * * Appellant’s property rights include not only the good-will which 
it enjoys in its product, but the peculiar means by which it has acquired 
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such good-will. They include not only the public demand for its goods, 
but the unique selling system by which such demand was created and is 
now maintained. Appellant insists and rightfully insists, that the integrity 
of this system be preserved.” 

Both parties in their pleadings and proofs go quite extensive- 
ly into their connection with the development of this improved 
system of lacing belts, and it appears that plaintiff's predecessors 
were of the pioneers in that development. 

It is shown that prior to 1899 belts were laced in various ways. 
sometimes by metal hooks or lacers made and sold for that purpose, 
but all methods followed until several years later necessitated ri 
moval of the belt from the shaft and pulleys in order to lace it. 
About that year an Englishman named Webb devised a plan of 
lacing with V-shaped sharpened hooks, inserted and fastened by 
a hand plier. By this method belts could be somewhat more con 
veniently and expeditiously laced without removing them from the 
shafting or pulleys. A man named Conn purchased Webb’s interest 
in the device and began manufacturing that kind of hooks. He 
devoted some time to introducing the Webb method to factory users 
of belts and is credited with being the pioneer in the metal hook 
belt-lacer business, although he did not get beyond the use of hand 
pliers. 

In 1902 or 1903 the English firm of Mitchell & Gunn, which 
dealt in Conn’s hooks, invented an improvement in the attaching 
device by use of a plate with recesses cut in it for the hooks, and 
wires running through them, whereby the end of the belt could be 
placed between the hooks and the points quickly clinched into the 
belt with a mallet. 

In 1905 J. B. Stone purchased the American rights in the 
device of Mitchell & Gunn, and his brother Frank A. Stone went to 
Grand Rapids, Mich., where he started a belt-lacer business under 
the name of J. B. Stone & Co., purchasing the belt hooks of Conn 
on a profit-sharing basis. An improvement was soon made in the 
belt hooks by manufacturing them with a long and short leg so 
that the ends would penetrate the belt at different alternating 
points and make a stronger lacing. This was known as the “Clip 
per Hook.” In 1906 J. B. Stone & Co. devised an improvement 
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on the Mitchell & Gunn lacing tool by the use of an eccentric pin 
which accommodated different sized hooks. In 1908 the copartner- 
ship was incorporated under the same name, which was later changed 
to the Flexible Belt Lacer Company. In 1910 it was recapitalized, 


and Conn, who before that time was an independent dealer in 


hooks, was taken into the organization, conveying his rights to 
it for a certain amount of stock, and the corporation name was 
changed to “Clipper Belt Lacer Company,” under which it still 
does business. 

Prior to 1910 all lacer hooks were sold to the trade loose in 
boxes, or in bulk, and when used were separately placed in the 
tool for clinching, but in 1909 Stone planned for greater efficiency 
by ganging the hooks on pasteboard cards, and in 1910 Conn in- 
vented a machine for carding them with the same spacing used in 
their lacing tool. 

In 1911 plaintiff put upon the market a power lacing-machine, 
numbered 2, and later another of like design but greater strength, 
numbered 3. They took the place of the eccentric pin tool, were 
equipped with a magazine for holding the hooks, and simplified in- 
serting them into the belt ends by a single operation instead of 
hammering them together with a mallet. These improvements .in 
appliances for belt-lacing proved of practical value and were fav- 
orably received by belt users. To enlarge the market for its 
hooks, which was the profitable part of its business, plaintiff’s sales- 
men were instructed to devote their attention to demonstrating and 
introducing to users of belts in factories and shops the power tools, 
which were sold as is claimed without profit, and let the tools act 
as “‘silent salesmen” to sell the hooks. 

These power appliances, or lacing tools, were sold outright 
by plaintiff, with no attempt to legally obligate purchasers to use 
its lacers, but in that connection agreeing to repair them when out 
of order if the purchaser would use the Clipper belt hooks. In 
1919 plaintiff had sold over 100,000 power machines for applying 
lacers to belts and from a small number in 1906 had increased 


the market for its lacer hooks to a sale of over a million in 1919. 


ery 
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Defendant’s connection with the belt-lacing business was 
initiated in 1909 by M. W. Edgar of Detroit, while the metal hooks 
were yet being sold in bulk by dealers. He was at that time work- 
ing on an automatic wire fence machine, when his attention was 
called to what was afterward known as the Reck & Gibbon tool for 
closing hooks into belts. He found the Clipper hook for sale in 
bulk at hardware stores and, as he claims, conceived the necessity 
of ganging lacer hooks before the sale of machines for closing 
them, or of the hooks themselves, would be a profitable business. 
and it is not shown that he had any knowledge of the fact that 
Stone was then working on that proposition. Which first conceived 
the idea may be an open question but, be that as it may, in 1909 
he purchased a half interest in the Reck & Gibbon device and 
interested in it a patent attorney named Whittemore, who pur- 
chased the other half, after Edgar worked out a satisfactory process 
of ganging the hooks on crimped metal strips in a “staggering rela 
tion’ with a suitable cement. The patent which had been applied 
for on the Reck & Gibbon lacing tool was granted, and in March. 
1910, Edgar & Whittemore formed a partnership under the nam 
of “E-W Company.” In September, 1911, they reorganized and 
incorporated under that name. In 1912 defendant changed from 
its Reck & Gibbon tool to a hand tool, with certain features plaintiff 
claimed were an infringement on its Mitchell & Gunn patent. After 
some 2,000 of them had been marketed by defendant, a suit was 
commenced against it by plaintiff, in 1913, for infringement. This 
litigation lasted over 3 years. Plaintiff's bill was dismissed by th 
Federal District Court, but on appeal by plaintiff the U. S. Circuit 
Court of Appeals reversed the District Court and on November 
14, 1916, enjoined defendant as prayed for in plaintiff's bill. 

The various historical matters of development and difference 
between these parties are of rather remote bearing upon the issu 
of right to a particular spacing of ganged hooks, which is the con 
trolling question here, though plaintiff dwells upon them in empha 
sizing its priority in improvements and development of a business 


which it claims defendant is trailing and pirating. It is, however, 


quite apparent that the ganging of hooks, which both took up at 
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about the same time, was resorted to by plaintiff after it and its 
predecessors had been in the belt-lacing business for several years, 
while with defendant’s predecessors it was practically the starting 
point in entering upon that business. 

Plaintiff and its predecessors have uniformly spaced their 
lacing tools and ganged hooks to a scale of ‘14414-1000 inch” be- 
tween hooks or, in effect, six lacers to one inch in width of belt, 
adhering to the spacing originally adopted for the Mitchell & Gunn 
lacing tool. Its counsel state this spacing had no inherent merit, 
served no functional purpose, its adoption was “accidental” and 
purely arbitrary. 

Defendant's predecessor started with a spacing for its lacing 
tool and ganged hooks of “125 inch” between hooks or, in effect, 
seven lacers to an inch in width of belt, and was so continued until 
late in 1916, when it adopted practically the same spacing as plaint- 
iff, which permitted its ganged hooks to be used in plaintiff's make 
of lacing machine. This plaintiff contends was done for the sole 
purpose of using the clipper machines to sell defendant’s ganged 
hooks and reap the benefit of the unique merchandizing system 
plaintiff had built up by large expenditure of skill, money, and 
effort, a method of unfair competition against which it is entitled 
to injunctive protection. 

Admitting that the number of clipper machines in the hands 
of users was a motive for its adopting that spacing in the direc- 
tion of standardizing for the benefit of widest demand, as is done 
in the manufacture of screws, nuts, electrical appliances, keys of 
musical instruments, ete., defendant contends the proofs show 
other practical reasons existed for making the change. That it was 
found six hooks to the inch were adequate and best met the re- 
quirements for margin of belt outside the hooks, as Edgar had dis- 
covered in his experiments that in applying defendant’s form of 
lacing to a one-inch belt on a flanged pulley the spreading of the 
belt interfered with the flanges; a further reason being that in 
adopting six hooks to an inch, which proved equally as good and 
in some cases better than seven, they effected by the change a 


saving of from 12 to 17 per cent. of wire used. 
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The point upon which plaintiff's claim of unfair competition 
centers, with other competitive rights of defendant conceded, is 


shown in the following excerpts from plaintiff's briefs: 


“Defendant is entitled to sell belt hooks, the patent having expired 
excepting on the long and short legged hook. * * * Carded belt hooks 
may be sold by defendant or any one else. Machines for applying belt 
hooks in bulk or carded belt hooks, may also be manufactured and sold by 
the defendant or any one else. The entire field is open to the defendant 
to manufacture and market any kind of lacing and any kind of belt hook, 
and any kind of tool for inserting the belt hooks either in bulk or carded. 
* * * As we have so often stated, the Clipper Company seeks no ex- 
clusive right in a spacing of 14414 of an inch for its products. The relief 
herein sought is the preservation of the integrity of the unique distribution 
system of the Clipper Company.” 


In their various briefs counsel for the respective sides supply 
abundant citations to the voluminous literature on the allied sub- 
jects of trade-names, trade-marks and unfair competition, the foun- 
dation principles of which are said to be closely analogous. A 
large number of the many decisions upon those questions are cited 
in 26 R. C. L. 826 et seq. under the title “Trade-Marks, Trade- 
Names,” etc. Unfair competition is there defined in general as 


follows: 


“Unfair competition ordinarily consists in the simulation by one per- 
son, for the purpose of deceiving the public, of the name, symbols, or de- 
vices employed by a business rival, or the substitution of the goods or 
wares of one person for those of another, thus falsely inducing the purchase 
of his wares and thereby obtaining for himself the benefits properly be- 
longing to his competitor. The rule is generally recognized that no one 
shall by imitation or unfair device induce the public to believe that the 
goods he offers for sale are the goods of another, and thereby appropriate 
to himself the value of the reputation which the other has acquired for his 
own product or merchandise.” 


In Nims on Unfair Competition (2d Ed.) § 4, pp. 12-16, the 
author devotes some five pages to definitions of similar import, 
mostly quotations from cited decisions, the first and last being as 


follows: 


“The fundamental rule is that one man has no right to palm off his 
own goods as the goods of a rival trader, and ‘he cannot, therefore, in the 
language of Lord Langdale in Perry v. Truefitt, 6 Beav. 66-73, ‘be allowed 
to use names, marks, letters, or other indicia, by which he may induce 
purchasers to believe that the goods which he is selling are the manufac- 
ture of another person.’ Referring to the above, Lord Herschell, in Red- 
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daway v. Banham [1896] App. Cas. 199-209, said: ‘It is, in my opinion, 
this fundamental rule which governs all cases.’ 

“There is no hard and fast rule by which it can be determined when 
the court will interfere by injunction to prevent what is practically a 
fraud upon a person engaged in business by unfair methods of business 
Each case must depend upon its own facts, but where it is clearly estab 
lished that an attempt is being made by one person to get the business of 
another by any means that involves fraud or deceit, a court of equity will 
protect an honest trader and restrain a dishonest one from carrying out 
his scheme.” 


In the instant case, as said by the trial court and sustained 
by the proofs, except as to identity of spacing: 

“There is no claim that there is similarity in the system employed by 
the plaintiff and defendant in the carding of lacers. There is no claim that 
there is similarity in the appearance, shape, color, or size of the boxes in 
which the defendant’s product is packed and offered for sale to the public, 
as compared with the boxes in which the plaintiff's product is packed and 
offered for sale to the public. There is no similarity in the trade-name or 
any feature of the advertising used by the defendant with that used by 
the plaintiff. The plaintiff uses the name ‘Clipper Belt Lacer Company.’ 
The defendant uses the name ‘Bull Dog Belt Lacer. There is no disting- 
uishing marking with characteristics of the plaintiff's product which is 
imitated by the defendant’s product. The defendant claims and advertises 
that its product is stronger and more durable than the product of the 
plaintiff, and at no time or place has the defendant’s product of belt-lacers 
been mistaken for or purchased or used as the belt-lacer product of the 
plaintiff.” 

The facts unquestionably negative any element in the case 
of deceit, or defendant palming off or attempting to palm off its 
ganged hooks as the goods of a rival trader, but plaintiff contends 
that in boldly adopting the Clipper Company’s exact spacing after 
it had developed a wide trade by its “unique method of distribution,” 
and thereby misappropriating the profits it was entitled to reap, 
defendant appropriated an intangible property right of commercial 
value belonging to another by an outlaw system of merchandizing 
to which the doctrine of unfair competition applies, although no 
element of deception, misrepresentation, or confusion of goods 
appears, 

In support of the application of this “modern doctrine” to the 
case in hand, plaintiff's counsel cite and reason from a long line of 
not unfamiliar cases dealing with unfair competition in its various 


phases, such as the ticket scalper cases, stock ticker cases, con 
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fidential information cases, Singer Sewing Machine cases, Prest- 
O-Lite cases, Curtis Publishing Company cases, Coco-Cola cases, 
and various others, amongst which attention is particularly called 
to International News Service v. Associated Press, 248 U. S. 215, 
39 Sup. Ct. 68, 63 L. Ed. 211, 2 A. L. R. 293 [9 T. M. Rep. 15]; 
Schwanbeck v. Backus, 148 Mich. 508, 111 N. W. 1046; Wagner 
v. Meccano, 246 Fed. 603, 158 C. C. A. 573 [7 T. M. Rep. 43]. 

The latter case was decided by the Federal Circuit Court of 
Appeals, Sixth Circuit. The same devices and similar claims were 
involved in Meccano v. Wanamaker, 250 Fed. 450, 162 C. C. A. 520, 
before the Federal Circuit Court of Appeals, Second Circuit, where 
somewhat different conclusions were reached, the court there saying 
in part: 

“The complainant cannot obtain a monopoly for all time of per- 
forated plates of the length having equidistant holes and intervening spaces 
which it first used. These are functional features of the units of construc- 
tion which any one is at liberty to use. Of course it cannot claim a monop- 
oly of constructing these particular models or toys which it has made, 
as, for example, wheelbarrows, bridges, cranes, Ferris wheels, trucks, etc. 
Assuming that the public associates plates of this description with 
the complainant as a source, and that there is likely to be con- 
fusion because of similarity of the outfits, it is a question whether it is 
entitled, within the decision of the Supreme Court in Singer Co. v. June, 
163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118, to more protection than 
that outfits made by others should be advertised and sold as the prod- 


uct of the makers under names and in packages which do not simulate the 
complainant’s.” 


Plaintiff's counsel insist that its spacing is not a functional 
feature and has no special use or value to induce the selection, but 
was arbitrarily taken as an accidental or “bastard measurement” 
in the Mitchell & Gunn tool and retained by plaintiff only because 
a change would destroy the value of tools previously distributed 
to the trade and entail other unnecessary expense; while it is claim- 
ed for defendant that spacing of ganged hooks on cards for the 
purpose of lacing is not a matter of indifference but a functional 
feature of the device, and in practical application approximately 
that measurement with six hooks to the inch gives the best results 


as to margin of belt, and for other reasons pointed out. 
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Some of plaintiff's evidence tends to show that within an 
inch of belting the number of spacings with six hooks which would 
give equally good joints is quite limited. If so, it is within the 
range of possibility for one, or an association, of those in that busi- 
ness, to monopolize the trade by manufacturing lacing tools so 
spaced, if thereby they could bar all others from such spacings. But 
whether functional or nonfunctional, plaintiff admits ‘“‘no exclusive 
right” to the spacing it has adopted and grounds its claim for 
relief on the proposition that defendant’s otherwise right to free 
use of such spacing is limited by plaintiff's property right to pro- 
tection “‘of the integrity of its unique selling system.” If unique, 
that system can scarcely be recognized as exclusive or original with 
plaintiff. Its salient features are, as outlined, a policy of selling 
s convenient and desirable tool for using lacing hooks, without 
profit and “merely as a matter of convenience to the user in order 
that he will purchase and repurchase his hooks for fastening his 
belts ;”’ the sale of hooks being the profitable part of the belt-lacing 
business. Conceding plaintiff's lacing tools are sold without profit, 
which is denied, the scheme or system of selling, without direct 
profit, some convenient or necessary appliance adapted to the 
ready use of consumable or comparatively temporary commodities 
which the dealer handles and out of which the principal profits 
of his business are realized, thereby enlarging the demand for 
them, is not unfamiliar to the business world. The profits on re- 
fills or replacements constitutes the principal profit in various kinds 
of business. Except as protected by patents, the question is to 
what extent and by what methods other dealers may, in the ordinary 
course of trade, compete for the increased demand and good-will 
of consumers so developed within the field of fair competition. As 
expressive of the generally recognized limit, it is said, in Coats v. 
Merrick Thread Co., 149 U. S. 562, 13 Sup. Ct. 966, 37 L. Ed. 
847: 

“They have no right, by imitative devices, to beguile the public into 


buying their wares under the impression they are buying those of their 
rivals.” 
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Plaintiff's counsel concede that the numerous unfair competition 
cases cited and to be found along those lines are good law, but dis- 
pose of them as inapplicable here, since no question of palming 
off is involved, and say that: 

“Under the old rigid doctrine of unfair competition, there was perhaps 
nothing that the Clipper Company could do about it. Under the modern 
doctrine as exemplified in the Schwanbeck and International News cases, 
these ‘peculiar, subtle forms of competition’ being morally wrong are also 
held legally wrong.” 

In Schwanbeck v. Backus, supra, there is no discussion of the 
doctrine of unfair competition. The trouble arose over claimed 
malicious conduct of defendant in attacking plaintiff's business, and 
integrity, under an alleged spurious charge that it was infringing 
a patent, instead of testing the question in a proper tribunal as 
plaintiff offered to do. The conduct sought to be restrained was 
defendant systematically defaming its business to customers, 
spying it and following its discovered shipments to outside cus- 
tomers by registered communications containing false charges and 
threats of litigation if they used plaintiff's goods, with other mali 
cious activities tending to intimidate plaintiff's customers and serious 
ly injure its legitimate business. This court confirmed the decree 
of the lower court granting an injunction restraining continuation 
of such acts of meddling and intimidation, commanding, amongst 
other things, that defendant desist from hiring agents to enter 
plaintiff's factory, follow its wagons, go to the freight depot to 
ascertain to whom it was shipping goods, and: 

“After having ascertained who are the customers of complainant, from 
either yourself, or confederating with any of the other defendants herein, 
or any other person, for the purpose of intimidating the customers of 
complainant, either verbally or by sending out circulars or letters threat- 
ening them with litigation if they purchase or use the goods manufactured 
by complainant, in the manner shown in the circular contained in the bill! 
of complaint, or in any other manner injurious to complainants.” 

In affirming the decree, this court there said the important 
question in the case was one of facts, without any statement as to 
the principles of law warranting an injunction, except by reference 
to Thum Co. v. Tloczynski, 114 Mich. 149, 72 N. W. 140, 88 L. R. A 
200, 68 Am. St. Rep. 469, and “especially” Emack v. Kane (C. C.) 
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34 Fed. 46. The Emack case involved the question of the court’s 
power to restrain the defendant from intimidating complainant’s 
customers with bad faith threats of patent litigation, and the Thum 
ease the question of an employé disclosing trade secrets in violation 
of an agreement not to do so, entered into as a condition of his 
hiring. No question of intimidation of customers by threats of liti 
gation or revealing trade secrets are involved in the instant case. 
Intimidation of dealer's customers by mala fides threats of patent 
litigation and revealing trade secrets in violation of contract would 
seem to be proper subjects for equity action by injunction, whether 
the offender was a competitor in business or actuated by other 
motives. 

International News Service v. Associated Press, supra, was 
decided by a divided court, and with the authorities cited instruct- 
ively reviews the subject of unfair competition in its various as- 
pects. The litigants were competitors in gathering news from all 
parts of the world and distributing its publication for profit to 
newspapers throughout the United States. Complainant’s expendi- 
tures in that service were said to be approximately $8,500,000 per 
vear and defendant's over $2,000,000. The Associated Press ac- 
cused the International News Service of pirating practices, and 
filed a bill to restrain it from securing news the former had first 
obtained by bribing its members’ employés, inducing its members 
to disclose Associated Press news to the latter in violation of by- 
laws of the Association, and from copying news from bulletin 
boards and early editions of the Associated Press newspapers and 
selling the same to International News Service customers. The 


court held in the majority opinion that the underlying questions 


as presented were: Whether there is property in news; if so 
| whether, when collected for publication, it survives the instant of its 
publication in the first newspaper to which it is communicated by 
the news gatherer, and whether defendant's course of conduct in 


so appropriating for commercial use matter taken from bulletins 
or early editions of Associated Press publications while a property 
value giving right to its use for wider distribution yet remained 


in complainant constituted unfair competition in trade. This the 
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court said was not always limited to defendant attempting to palm 
off its goods as those of complainant, “characteristic of the most 
familiar, if not most typical cases of unfair competition.” On 
those questions the court held that news matter was quasi property 
for the purposes of their business, because both parties were selling 
it as such, and there were in defendant’s conduct, besides misap- 
propriation, elements of imitation and false pretense, saying: 
“The entire system of appropriating complainant’s news and transmit- 
ting it as a commercial product to defendant’s clients and patrons amounts 


to a false misrepresentation to them and to their newspaper readers that 
the news transmitted is the result of defendant’s own investigation in the 


field.” 

Plaintiff in the instant case could not have and does not claim 
any property right in the spacing under consideration. 

“No court has ever gone to the extent of permitting the establishment 
of a monopoly of proportions or measurements, in the absence of some 
patent protection. To do so would be to * * * engross the particular 
business.” Harvey Hubbell, Inc., vy. General Electric Co. (D. C.) 262 Fed. 
155 [10 T. M. Rep. 164]. 

In the Hubbell case injunction was sought to restrain the 
General Electric Company from invasion of complainant’s alleged 
property rights by unfair competition, resulting from the latter 
copying sizes and shapes which the former had adopted in various 
of its electrical devices, and as to which it has “by its energy, 
industry, and expenditure of large sums of money throughout a 
period of 10 years prior to filing of the bill, established and built 
up a system of doing business, constituting a service to its cus- 
tomers, which resulted in good-will and business,” entitled in equity 
to protection from invasion by such competition. Unfair com- 


petition was charged against defendant in copying physical char- 


acteristics of some 10 of complainant’s devices. No question of 
infringement of patent was involved. Complainant had, among 
other things, made and sold about 13,000,000 receptacles and plug 
bases with tandem slots, 18,000,000 tandem blade caps adapted 
to coact with those receptacles and bases, 1,250,000 receptacles 
and plug bases having parallel slots and an equal number of parallel 
blade caps adapted for coaction therewith (the sizes and shapes 
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of various parts being arbitrarily selected), when defendant openly 
adapted those sizes and shapes, thereby making its parts inter- 
changeable with those of plaintiffs. Broadly viewed, the primary 
purpose of electrical appliances is to create a market for electrical 
current. A monopoly in the use of many electrical appliances is 
protected by patent. The court said that, in the absence of patent 
protection, there could be no monopoly of proportions or measure- 
ments, and held that no exclusive right was acquired in complain- 
ant’s arbitrarily selected sizes and shapes of parts which precluded 
other manufacturers from adopting them for the purpose of stand- 
ardizing and making them interchangeable with those of each other 
and of complainant. Moral and ethical standards of business were 
not discussed and, perhaps unfortunately, cannot always be taken 
as the test of legal rights in business competition. 

Plaintiff avoids the Clayton Act (38 Stat. 730) against monop- 
olistic methods of creating a demand on an unpatented commodity 
by selling its lacing tool outright, without binding the purchaser 
to use its lacing hooks; but if it can prevent dealers in lacing 
hooks from putting on the market ganged hooks spaced the same 
as those it sells, it is as well or better off than if its spacing was a 
monopoly legalized by a patent. An injunction such as asked for 
here would have the practical effect of putting plaintiff in as good 
a position with a longer period of absolute control of its arbitrarily 
selected spacing than as though it were protected by a patent, 
which must eventually expire. 

Plaintiff has a patent on its belt-lacing machine which it claims 
to sell at cost to create a market for its ganged hooks. Although 
the case is not directly in point, the following reflections of the 
court in Motion Picture Patent Co. v. Universal Film Co., 243 
U. S. 502, 37 Sup. Ct. 416, 61 L. Ed. 871, L. R. A. 1917E, 1187, 
Ann. Cas. 1918A, 959, seem pertinent: 

“It is argued as a merit of this system of sale under a license notice 
that the public is benefited by the sale of the machine at what is practical- 
ly its cost and by the fact that the owner of the patent makes its entire 
profit from the sale of the supplies with which it is operated. This fact, 
if it be a fact, instead of commending, is the clearest possible condem- 


nation of, the practice adopted, for it proves that under color of its patent 
the owner intends to and does derive its profit, not from the invention on 
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which the law gives it a monopoly, but from the unpatented supplies with 
which it is used, and which are wholly without the scope of the patent 
monopoly, thus in effect extending the power to the owner of the patent 
to fix the price to the public of the unpatented supplies as effectively as he 
may fix the price on the patented machine.” 


We find no occasion to disturb the conclusion reached by the 
trial court. 


The decree is therefore affirmed, with costs to defendant. 


Henry Perkins Co. v. PERKINS ET AL. 
(140 N. E. Rep. 461) 


Supreme Judicial Court of Massachusetts 


June 22, 1923 


Trape-Marks ANp Trape-Names—Uwnrair Competirion—Use or SAME Sur- 

NAME—“PerRKINS” ON WirE Natt Macuines—Seconpary MEANING 

ApPpEAL—AFFIRMAL. 

Where the plaintiff and its predecessor had for many years been 
manufacturing and selling tack and wire nail machines which they 
put out and identified to the public under the name “Perkins”, the 
defendants, who entered the field later than the plaintiff, were right- 
fully enjoined from using the said word on their products, since it 
appeared that the word “Perkins” had acquired a secondary meaning 
as indicating machines manufactured by the plaintiff. 

Same—SamMe—SamMeE—DeEFeENCE oF Lack or FRADULENT INTENT. 

In the case at issue, although it was shown that defendants were 
not actuated by fradulent intent to deceive, yet their advertisements 
were liable to mislead purchasers by conveying the impression that 
defendants were the manufacturers of the well-known Perkins ma- 
chines. 

Same—SamMe—Same—UseE or SuRNAME “Perxkrns” as Part or Firm Name 
InzuncTION DENIED. 

In the case at issue, where defendant concern was made up of sev- 
eral persons named Perkins, the refusal of the lower court to enjoin 
said concern from doing business under the name of “The H. K. 
Perkins Company” was warranted. 


In equity. Suit for unfair competition. From a final decree 
restraining defendants from using the word ‘Perkins’ as the name 
or description of any tack or wire nail machine not manufactured 
by plaintiff, both parties appeal. Affirmed. 


Plaintiffs sought to enjoin defendant from using the name 


“Perkins” to describe their machines, products, and goods, and 


also from doing business under the name “H. K. Perkins Com 
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pany,” or any other name liable to be mistaken for plaintiff's name. 
The case was referred to a master, who found the facts concerning 
the use by plaintiff and its predecessor of the name “Perkins,” and 
concerning defendant’s alleged infringement of plaintiff's rights. 
The report was confirmed, and decree entered as stated, but the 
court declined to grant any injunction against the use of the names 


“H. K. Perkins Company,” or “the Perkins Company.” 


Stanley P. Hall, of Taunton, Mass., for plaintiff. 
R. H. O. Schulz, of Boston, Mass., for defendants. 


De Courcy, Judge: The plaintiff, a corporation located at 
Bridgewater, seeks by this bill to restrain alleged unfair trade by 
the defendants, doing business in Taunton as a partnership under 
the style of the H. K. Perkins Company. These are the material 
facts, as found by the master: 

One Henry Perkins carried on business as a machinist and 
foundryman in the town of Bridgewater from 1885 until his death 
in 1901. From the beginning he manufactured and sold tack ma- 
chines, which were advertised and known on the market as “Perkins 
tack machines’; and from 1890 he manufactured wire nail machines, 
which were sold as the “Perkins wire nail machines,’ and were 
known as such by the purchasing public in New England, the 
Middle West, and Canada. About 60 tack machines and 30 wire 
nail machines were manufactured and sold each year. After the 
death of Henry Perkins the business was carried on by his estate 
for six months, and subsequently by the plaintiff corporation, which 
was organized by his heirs in 1902. From that time until 1918 
these machines were advertised and sold by the plaintiff, and by 
no other person or concern, as “Perkins” machines; they were 
generally known to the trade as the “Perkins” tack and wire nail 
machines, and as being manufactured by the Henry Perkins Com 
pany, of Bridgewater, Mass. As the trial judge has found: 

iT. 7 * * 


The name ‘Perkins, as applied to such machines, had come 
to signify in the market such machines of the plaintiff’s manufacture.” 


In 1918 the defendants withdrew from the plaintiff corpora- 


tion, and established at Taunton a business which competed with 
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the plaintiff, especially in unpatented tack and wire nail machines. 
They formed a partnership; but the style adopted was “the H. K. 
Perkins Company.” In their advertisements H. K. Perkins ap- 
peared as treasurer and manager, Eben Perkins as president, and 
Charles O. Breach as vice president. While their main business 
vas that of brass founders and finishers, they advertised as: 

“‘Manufacturers of * * * Perkins tack and wire nail machines,’ 
of the Blanchard tack machine, ‘Perkins improved pattern, * * *  lay- 
out of centers and spindle identical with original “Perkins machine,” but 
more compact and solid.” 

They did not make the machines themselves, but had manu- 
factured under their direction, and have sold, 56 wire nail machines 
and one tack machine. It should be said in favor of the defendants 
that they did not solicit orders for these machines from the three 
concerns that purchased them, and that these purchasers knew that 
the H. K. Perkins Company was not identified with the Henry 
Perkins Company. 

As was said by Sheldon, J., in C. A. Briggs Co. v. National 
Wafer Co., 215 Mass. 100, 103, 102 N. E. 87, 88 (Ann. Cas. 1914C, 
926) [3 T. M. Rep. 323]. 

«<* * * A merely descriptive epithet or the name of a person or 
of a place may become so associated with a particular kind of goods, or 
with the specific product of a particular manufacturer, that the mere at- 
taching of that word to a similar product without more would have all the 
effect of a falsehood; and in such a case, while the use of that word cannot 
be absolutely prohibited, it may be restrained unless accompanied by 
sufficient explanations or precautions to prevent confusion with the goods 
of the original manufacturer or vendor.” 

There is much in the master’s report indicating that the de- 
fendant’s conduct was not actuated by a fraudulent intent to de- 
ceive; nevertheless, their advertisements are likely to deceive pros- 
pective purchasers of tack and wire nail machines by conveying the 
impression that they are the manufacturers of the well-known 
“Perkins” machines, and so mislead those to whom both parties 
look for business. There is ample support for the conclusion that 
the word “Perkins” has acquired a secondary meaning in trade, 
as indicating the machines manufactured by this plaintiff. Viano 
v. Baccigalupo, 183 Mass. 160, 67 N. E. 641; Libby, McNeill & 
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Libby v. Libby, 241 Mass. 239, 242, 135 N. E. 120 [12 T. M. Rep. 
205], and cases cited; Nims on Unfair Competition (2d Ed.) § 72. 
The facts that the machines sold by the defendants were not in- 
ferior in quality to those manufactured by the plaintiff, and that 
others may have infringed upon the plaintiff's legal rights, consti- 
tute no defense. Grocers’ Supply Co. v. Dupuis, 219 Mass. 576, 
107 N. E. 389 [5 T. M. Rep. 41]. On the facts as found, the 
trial judge was warranted in enjoining the defendants “from using 
the word ‘Perkins’ as the name or description or as a part of the 
name or description of any tack or wire nail machine not manu- 
factured by the plaintiff.” 

The judge was also warranted in refusing to enjoin the de- 
fendants from doing business under the name of “the H. K. Per- 
kins Company.” In fact, in September, 1921, while the case was 
before the master, the defendant Harry K. Perkins sold out his 
interest in the partnership and it has since been conducted by the 
defendants Eben Perkins, C. O. Breach and one M. A. Perkins 


under the firm name and style of the Perkins Company. See 


Burns v. William J. Burns International Defective Agency, Inc., 
235 Mass. 553, 127 N. E. 334 [10 T. M. Rep. 331). 
Decree affirmed. 


YeLtLtow Cas Co. or SAn Dieao v. SAcHs ET AL. 
(216 Pac. Rep. 33) 


Supreme Court of California 
June 1, 1928 
Rehearing Denied June 28, 1923 


Trape-Marks anp Trape-Names—Ricuts or Oursme Concern as AGAINST 

Earuier Competiror—‘Yettow Taxicas Company”’—Riour To 

TRADE SLOGAN. 

In a case involving the rights of litigants to the use of the trade- 
name “Yellow Taxicab Company” upon cabs operated in the city of 
San Diego, Cal., plaintiff’s parent concern, the Yellow Taxicab Com- 
pany of Chicago, inasmuch as it never acquired any rights to the name 
or slogan in the former city, did not nor could not transfer any such 
rights to the plaintiff. 
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Same—Same—Same—RiGutr To NAME AND SLOGAN DepeNDENT ON PRIOR 

Use—Appeat—AFFIRMAL. 

Where plaintiff company, sometime after defendants had estab- 
lished themselves in the city of San Diego, Cal., under the name “Yellow 
Taxicab Company of San Diego,” filed articles of incorporation under 
the same name, but had not at the time of commencing suit, actually 
begun the use of such name on its taxicabs, it had acquired no right to 
the exclusive use of the trade-name “Yellow Taxicab Company of San 
Diego” in connection with any business actually carried on or under 
said name in the city of San Diego prior to the defendants’ appropria- 
tion and use of said trade-name in the business which they had estab- 
lished and were conducting therein at the time of the institution of the 
action in review; which doctrine applies also to the defendants’ appro- 
priation and use of the slogan “It takes the tax out of taxi”; and the 
judgment rendered in defendant’s favor is affirmed. 


In equity. From a judgment of nonsuit in an action for 
unfair competition, plaintiff appeals. Affirmed. 


Haines & Haines, of San Diego, Cal., for appellant. 


A. Rosenthal, of San Diego, Cal., for respondents. 


Ricnarps, Justice pro tem: ‘The plaintiff in this action sought 
to have the defendants enjoined from the further use of a certain 
trade-name and slogan in the city of San Diego, to the use of 
which the plaintiff claimed to be exclusively entitled. The trial 
court granted the defendants’ motion for a nonsuit at the close 
of the plaintiff's case, and thereupon ordered and entered its judg- 
ment in the defendants’ favor. It is from such judgment that this 
appeal has been taken. 

The following are the facts educed at the trial, and which 
for the purposes of this appeal are taken to be true: For several 
years prior to 1920 the Walden W. Shaw Company, a corporation 
having its principal place of business in Chicago, Ill., was engaged 
in the business of manufacturing, operating, dealing in, renting, 
and repairing automobiles, taxicabs, motor cars, and like vehicles for 
the transportation of passengers and goods. In the development 
of this business it came to devote its particular attention to the 
production of a standardized form of taxicab for urban use. In 
the month of August, 1920, this corporation, by proceedings duly 
taken, caused its name to be changed to “Yellow Cab Manufacturing 
Company,” and devoted its attention to the manufacture whole- 


sale of these particular cabs, organizing a subsidiary corporation 
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for the purpose of operating a system of these taxicabs in the city 
of Chicago. It also extended its operations to other cities by en- 
couraging therein the organization of local taxicab corporations or 
concerns to which it would sell its standardized product, to be 
operated upon the system adopted by it in Chicago, which involved 
the uniforming of drivers and their training in courtesy to the 
public, a particular method of keeping track of the tariffs charged 
and of bookkeeping generally, and, among other things, the use 
of a certain trade slogan invented or adopted by the parent corpora- 
tion and reading: “The cab that took the tax out of taxi.” The 
prevailing color of the taxicabs thus introduced in various commu- 
nities was yellow, though other colors were employed in the larger 
cities where more than one subsidiary concern was put in operation. 
The relation between the Chicago corporation and the local corpora- 
tions or concerns was not otherwise financial, the only interest of 
the so-called parent corporation being that of encouraging the or- 
ganization of these local enterprises in order to expand its trade in 
its particular style of taxicab. In the month of May, 1920, a 
corporation was organized in Los Angeles under the name of the 
“Yellow Taxicab Company of Los Angeles,’ for the purpose of 
putting into operation yellow cabs in that city purchased from and 
under the trade-name, slogan, and system of the Chicago con- 
cern. In the meantime, and for some time prior thereto, the de- 
fendants herein had been engaged in conducting a taxicab business 
in the city of San Diego under the name of “Smith Taxicab Com- 
pany”; but in the summer of 1920 said firm decided to change its 
name to “Yellow Taxicab Company of San Diego,” and to operate 
a system of yellow cabs under said name. The firm began such 
operation about the Ist of September, 1920, in said city, and on 
October 7, 1920, adopted as its trade slogan the phrase, ‘““The cab 
that takes the tax out of taxi,’ causing an advertisement to be in- 
serted in the local telephone directory of their said name and slogan. 
They also, and in December, 1920, began advertising their business 


in the newspapers of said city under said name and slogan, and 


continued to do business thereunder until stopped by the preliminary 


injunction issued in this case in the latter part of January, 1921. 
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In the meantime, and during the month of October, 1920, one M. T. 
Uhler began negotiations looking to the establishment of a yellow 
taxicab service in the city of San Diego under the system adopted 
and expanded by the Chicago corporation, and on the 29th day of 
November, 1920, caused to be filed articles of incorporation of a 
corporation to be known as “Yellow Taxicab Company of San 
Diego,” to which corporation said Uhler assigned a contract which 
earlier in that month he had obtained from the Chicago corporation 
for the purchase of certain of their taxicabs. Having done this, 
he proceeded to finance said corporation through the sale of stock 
in the city of San Diego for the purpose of completing the purchase 
of said taxicabs and of installing said Chicago system of operation 
in said city. In pursuance of said purchase the corporation thus 
organized sought public support through advertisements inserted in 
the local newspapers explaining its said purposes and using the 
phrase adopted by the Chicago concern: “The cab that took the 
tax out of taxi.” This corporation did not, however, actually en- 
gage in the business of operating yellow taxicabs or of using said 
trade slogan in connection with their said operation until the 23d 
day of February, 1921, when it put in operation 3 of the 26 taxicabs 
which had been thus ordered by and shipped to said Uhler under 
his contract with the Chicago concern, but which were not to be 
released for operation except as they were paid for. The pres 
ent action was commenced by said corporation on January 24, 1921, 
about a month prior to the actual beginning of the operation and 
use of any of the plaintiff's said taxicabs or of said trade phrase or 
slogan in connection with their said operation and use. In its com- 
plaint herein the plaintiff set forth with much of detail the history 
and development of the business and system of the Chicago corpora- 
tion and of its use of the trade-name, “Yellow Cab Manufacturing 
Company,” and of the trade phrase or slogan, “It took the tax out 
of taxi.” It also set forth in detail the activities of the said M. T. 
Uhler in his endeavor to introduce said system of taxicab service 
under said trade-name and slogan into the city of San Diego. It 
also set forth in its complaint the history of the activities and 


operation of said defendants under the firm name of “Yellow Taxi- 








s— 
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cab Company of San Diego,” and with the use of the trade phrase 
or slogan, “It takes the tax out of taxi,” which acts, as plaintiff 
alleged, interfered with the exclusive rights which the Chicago cor- 
poration had acquired and to which the plaintiff had succeeded to 
the use in the said city of San Diego of said trade-name and said 
trade phrase or slogan. Upon filing said complaint it procured a 
preliminary injunction temporarily preventing the defendants from 
the further operation of their said business under said trade-name 
and by the use of said trade phrase or slogan. Upon the trial of 
the cause the facts as above set forth were presented in evidence in 
support of the plaintiff's case, at the close of which the 
defendant moved for a nonsuit, which motion being granted, and 
judgment thereon entered, this appeal was taken. 

It may be stated, upon the threshold of our consideration of 
the issues involved in this appeal, that no question relative to 
trade-marks or the rights to particular designations or slogans which 
may be acquired thereby under state or federal enactments is in- 
volved in this appeal. Neither the plaintiff nor the Chicago con- 
cern under whose encouragement it was organized had or could 
probably have acquired any exclusive trade-mark rights in or to 
the use of the name “Yellow Taxicab Company,” or in or to the 
use of the slogan, “It took the tax out of taxi.” The only rights 
which the plaintiff or its quasi parent, the Chicago corporation, 
could have or could assert in this action would be those arising 
out of the actual appropriation and use of such trade-name and 
trade phrase or slogan in the particular locality and out of the 
defendants’ fraudulent interference with the plaintiff’s business 
growing out of such use through unfair competition. In so far as 
the Chicago corporation is concerned it is clear that it never acquired 
any rights in or to the exclusive appropriation of either said name 
or slogan through any use thereof in the city of San Diego; and, 
never having acquired such rights, it is plain that it neither did 
nor could transfer any such rights to the plaintiff herein. The law 
governing the use of trade-marks, trade-names, and trade-slogans 
is fairly well settled in this state. As to trade-marks, Civil Code, § 


991, clearly defines and limits the kind of designations which may 
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be appropriated and protected under its terms and under the pro- 
visions of the Political Code and Penal Code relating to trade-marks 
(Pol. Code, §§ 3196-3198; Pen. Code, §§ 350-354) ; and, as we have 
seen, the plaintiff claims no rights under these Code provisions. As 
to trade-names, this court, in the recent case of Dunston vy. Los 
Angeles Van, etc., Co., 165 Cal. 89, 181 Pac. 115 [3 T. M. Rep. 
231], has declared the principle governing the appropriation and 
use of trade-names other than trade-marks, and has collated the 


authorities supporting it as follows: 


“As the judgment cannot thus be supported upon the theory of an 
invasion of an exclusive right to property in a trade-mark, the only ground 
for the support of the judgment is that which has come to be known as ‘un- 
fair trade dealing.’ This is but a succinct statement of the principle that 
in the interest of fair commercial dealing courts of equity, where one has 
been first in the field doing business under a given name, will protect that 
person to the extent of making competitors use reasonable precautions to 
prevent deceit and fraud upon the public and upon the business first in the 
field. Spieker v. Lash, 102 Cal. 38, 36 Pac. 362; Waltham Watch Co. \ 


v« 


United States Watch Co., 173 Mass. 85, 73 Am. St. Rep. 265, 43 L. R. A. 
826, 53 N. E. 141; Shayer v. Shayer, 54 Iowa, 208, 37 Am. Rep. 194, 6 N. W. 
188; Newman v. Alvord, 51 N. Y. 189, 10 Am. Rep. 588. But, as has been 
intimated, relief in such cases really rests upon the deceit or fraud which 
the later comer into the business field is practicing upon the earlier comer 
and upon the public.” 


The case of Eastern Outfitting Co. v. Manheim, 59 Wash. 428, 
110 Pac. 23, 35 L. R. A. (N.S.) 251, may also be cited as illustrat- 
ing the application of the foregoing principle to a state of facts 
somewhat resembling those of the case at bar. In that case the 
plaintiff, the Eastern Outfitting Company, a California corporation, 
had for some years been engaged in business in the city of Seattle, 
Wash., under its corporate and trade-name. The defendant, Man- 
heim, had established and was conducting a similar business in the 
city of Spokane, Wash., under the name of “Eastern Outfitting 
Company.” The plaintiff undertook to secure an injunction pre- 
venting the defendant from the use in Spokane of said trade-name. 
The Supreme Court of Washington, in denying such application, 
held that the plaintiff, not having been engaged in the actual busi- 
ness of selling its goods in Spokane, and having no customers there, 


could not enjoin the defendant from the use in the latter place of 
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the same trade-name, since in order to justify the application of the 
doctrine of unfair competition there must have been competition at 
said point through which the plaintiff had suffered by an unfair use 
on the part of the defendant of its trade-name. In the case of Sar- 
tor v. Schaden, 125 Iowa 696, 101 N. W. 511, the court gave appli- 
cation to the principle in the terse statement that “there cannot be 
unfair competition unless there is competition,’ while in the case of 
Mazwell v. Hogg, L. R. 2 Ch. 307, it was said: 

‘The mere declaration of an intention, however public, to publish a 
magazine or any manufactured articles, bearing a particular name or mark, 
notwithstanding such declaration is accompanied by expenditure in connec- 


tion with the intended article, cannot create a right to the exclusive use of 
a name or mark as a trade mark.” 


See, also, 38 Cyc. 670. 

Applying the principle as set forth and illustrated in the fore- 
going cases to the facts of the case at bar, it would seem clear that 
the plaintiff had acquired no right to the exclusive use of the trade- 
name “Yellow Taxicab Company of San Diego” in connection with 
any business actually carried on under said name in the city of 
San Diego prior to the defendants’ appropriation and use of said 
trade-name in the business which they had established and were 
conducting therein at the time of the institution of this action. The 
same doctrine must be given application to the defendants’ appro- 
priation and use of the trade-phrase or slogan “It takes the tax 
out of taxi,’ since no distinction in fact or principle can be found 
between a trade-name and a trade-slogan. Whatever rights the 
Chicago corporation may have gained to the use of the trade-slogan, 
“It took the tax out of taxi,” in places where it was actually en- 
gaged in disposing of its distinctive product, as against those who 
might attempt to deceive the public by making and selling taxicabs 
identical or similar in color and form with its distinctive type, and 
by using said trade-name, or trade-slogan in that sort of unfair 
competition, it is clear that it had no rights which it could assert 
or transfer to this plaintiff as against these defendants, who were 
not engaged in the manufacture or sale of a like article in San 
Diego or elsewhere, and, hence, were not in competition with the 


Chicago concern. The plaintiff herein was in no sense a successor 
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or a licensee of the Chicago corporation in the use of either said 


name or slogan, and could acquire no right to the exclusive utiliza- 


tion of either 


except through priority of use. 


The judgment is affirmed. 


We concur: 


Myers, Judge; Kerriaan, Judge. 


LenNoN, Judge; Lawtor, Judge; Waste, Judge; 


U. S. Compression INNER Tvuse Co. v. Cuimax RussBer Co. 


Court of Appeals of the District of Columbia 


‘Trape-Marxks 


or AcT 


~~ 


June 4, 1923 


CANCELLATION Unper Act or Marcu 


19, 


1920 


SECTION 9 


or 1905 Nor AppiicaBLE—CoMMISSIONER’s Decision FINAL. 

In proceedings brought to cancel a trade-mark registered under 
the Act of March 19, 1920, no appeal lies from a decision of the 
Commissioner of Patents to the Court of Appeals of the District of 
Columbia, as the said Act does not contain in its provisions Section 9 
of the Trade-Mark Act of 1905, which made such an appeal possible; 
and the decision of the Commissioner in such eases is, therefore, final. 


A. FE. Wallace, of Chicago, Ill., for appellant. 
D. P. Wohlhaupter, of Washington, D. C., for appellee. 


Appeal from the decision of the Commissioner of Patents in 


a cancellation 


proceeding. Appeal dismissed. 


Before Smytu, Chief Justice; Ross and Van Orspet, Asso 


ciate Justices. 


Van Orspe., Associate Justice: This appeal is from a decision 


of the Commissioner of Patents sustaining a petition for cancella- 


tion of a trade-mark registered by appellant, United States Com- 


pression Inner Tube Company, under the Act of Congress of 
March 19, 1920, 41 Stats. L. 533. 


We are confronted with a motion to dismiss the appeal on the 


ground that appeal does not lie to this court from the decision of 


the Commissioner in cases arising under the 1920 Act. 


The pur- 


pose of the Act, as stated in the title, is “to give effect to certain 


provisions of the Convention for the protection of trade-marks and 


commercial names, made and signed in the City of Buenos Aires 
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in the Argentine Republic, August 20, 1910, and for other pur- 
poses.” Previous to the enactment of this law, descriptive geo- 
graphical and personal names were not subject to registration 
under the Trade-Mark Act of February 20, 1905, 33 Stats. L. 724, 
unless they had been used exclusively by the applicant for more 
than ten years prior to that date. 

Paragraph (a) of Section 1 of the 1920 Act, requires the 
Commissioner of Patents to keep a register of trade-marks and 
commercial names, sent to him by the international bureaus, which 
are within the protection of the Buenos Aires agreement; and 
paragraph (b) provides, among other things, as follows: “All other 
marks not registerable under the Act of February 20, 1905, as 
amended, except those specified in paragraphs (a) and (b) of Sec- 
tion 5 of that Act, but which had been in bona fide use for not less 
than one year in interstate or foreign commerce, or commerce with 
the Indian Tribes by the proprietor thereof, upon or in connection 
with any goods of such proprietor,” are entitled to registration. 

Appellant, by its application for registration under sub-section 

b), supra, concedes that the mark in issue is descriptive and, there- 
fore, not subject to registration under the Trade-Mark Act of 1905. 
This brings us to the proposition presented by the motion to dis- 
miss, whether or not appeal lies to this court from the action of 
the Commissioner directing the cancellation of a mark registered 
under the 1920 Act. The right of appeal to this court from the de- 
cision of the Commissioner of Patents in trade-mark cases, is ac- 
corded by Section 9 of the Trade-Mark Act of 1905, and unless 
appellant can establish its right to appeal under the express pro- 
visions of that Act, the motion to dismiss must be sustained. 

Section 6 of the 1920 Act, among other things, provides: 
“That the provisions of Sections 15, 17, 18, 19, 20, 21, 22, 23, 25, 
26, 27 and 28 (as to class (b) marks only) of the Act approved 
February 20, 1905, entitled ‘An Act to authorize the registration 
of trade-marks used in commerce with foreign nations or among 
the several States, or with Indian Tribes, and to protect the same,’ 


as amended to date, and the provisions of Section 2 of the Act en- 


titled ‘An Act to amend the laws of the United States relating to 
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the registration of trade-marks, approved May 4, 1906, are hereby 
made applicable to marks placed on the register provided for by 
Section 1 of this Act.” 

It will be observed that Section 9 of the Trade-Mark Act of 
1905, providing for appeals from the decisions of the Commis- 
sioner of Patents in trade-mark opposition and cancellation pro 
ceedings to this court, is not embraced within the provisions of 
Section 6 of the 1920 Act. The only appeal specifically provided 
for in the Act (Section 8), being to the Commissioner of Patents 
from the decision of the Examiner, clearly implies that Congress, 
by omitting Section 9 of the Trade-Mark Act, intended to limit 
the right of appeal under the present Act to the Commissioner of 
Patents. We are of opinion, therefore, that no right of appeal to 
this court has been accorded under the 1920 Act, and that the 


motion to dismiss should be sustained. 
Appeal dismissed. 


Jostan A. Van Orspet, Associate Justice. 


Dr. S. A. RicuHMoND NervINE Co. v. Dr. Mires Mepicau CoMPANy 
(318 O. G. 3) 


In the United States Patent O ffice 
March 10, 1923 


Traps-Marxs—‘Nervine’—Cance.LnaTION oF Part B. ReGistrarion— Prior 

Use on Decerrivety-LaBeLep on Mispranpep Goons. 

A trade-mark use of a word is sufficient ground for cancelling a 
registration thereof by another whose use of the word on goods of 
the same descriptive character commenced later, even where the earlier 
use was on deceptively-labeled or misbranded goods, since the reg- 
istrant is not entitled to exclude the prior user from the use of the 
mark, and hence does not have the exclusive right thereto. 

Same—Same—Same—Recistration or Descriptive Term Lona Usep sy 

ANOTHER. 

The impropriety of the registration of a descriptive word which 
will prevent the legitimate use thereof by petitioner is more clearly 
obvious than if the word were arbitrary. 


On petition for cancellation of a trade-mark registered under 


the Act of 1920. Granted. 
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Titian W. Johnson, of Washington, D. C., for Dr. S. A. Rich- 


mond Nervine Co. 


F. F. Reed, E. S. Rogers, F. L. Browne, and D. Browne, all 
of Chicago, Ill., for Dr. Miles Medical Company. 


Fennina, Assistant Commissioner: On June 19, 1920, 
Dr. Miles Medical Company filed an application for registra- 
tion of its mark under the act of March 19, 1920. The 
mark was registered April 26, 1921, No. 141,782, and con- 
sists of the word “Nervine.”’ On January 5, 1922, Dr. S. A. Rich- 
mond Nervine Co. filed an application for cancellation of the said 
trade-mark. The Richmond Co. alleges use of the word “Nervine”’ 
in connection with the word “Samaritan” by it and its predecessors 
since 1873. Its mark has been registered in the Patent Office under 
the act of 1870, under the act of 1881, and still again under the act 
of 1905 (No. 109,418). In December of 1884 the present name 
Dr. S. A. Richmond Nervine Co. was adopted. 

The goods of the parties are of the same descriptive prop 
erties. 

Registrant, through its answer and the answers to interrog 
atories propounded to the Richmond Co., alleges that it has es- 
tablished the following facts: 

The Miles Company has used its mark continuously since 
about 1900, and its use has been non-deceptive. The Richmond 
Co. in 1915 pleaded guilty in the United States District Court of 
the Western District of Missouri, in a proceeding brought against 
it by the United States for violation of the Food and Drug Act of 


1906, in that the goods on which it used the mark here in question 


were deceptively labeled or misbranded by the use of extravagant 


claims of therapeutic value and medicinal efficacy. Since at least 
as early as 1917, the Richmond Co. has purged itself of this mis- 
branding and has employed the mark in an unobjectionable and 
lawful way. 

Assuming, but not determining, these facts proved, we must 
here determine whether the petition for cancellation should be 
dismissed. Registrant brought a motion for that purpose, which 


was denied by the Examiner of Interferences. 
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Registrant’s position is clearly set out by the following from 
its brief: 


“Use of a mark in a trade-mark sense means honest use, and one which 
the courts will protect. The use of this mark from 1873 to 1917 by the 
petitioner was a dishonest use and one upon which no trade-mark right can 
be founded. The record shows that Dr. Miles Medical Company’s use began 
in 1900 and was an honest and lawful one. fp oe the lawful use of 
the Dr. Miles Medical Company antedates the lawful use of the Dr. S. A. 
Richmond Company by seventeen years. Since the Richmond Company can 


base no right upon its use prior to 1917, it cannot prevail and judgment 
should have been entered against it.’ 








It is well established by the cases and not denied that one 
who has fraudulently used a trade-mark may not in an equity pro- 
ceeding restrain an infringer of his mark. Even there, however, a 
fraudulent user may redeem his right to equity by abandoning the 
fraud and so cleaning his hands. (Coca-Cola Company vy. The 
Koke Company of America et al., 254 U. S., 143 [10 T. M. Rep. 
441]; American Thermos Bottle Co. v. W. T. Grant Co., 279 Fed. 
Rep. 151 [12 T. M. Rep. 190}. 

The present proceeding, however, is not an infringement pro- 
ceeding, but is a cancellation proceeding, established by statute and 
controlled by statute. Section 2 of the act of 1920 says that— 








“if it appear after a hearing before the Examiner that the registrant was 
not entitled to the exclusive use of the mark at or since the date of his 
application for registration thereof, * * * the Commissioner shall 
cancel the registration.” 
The question then is whether the Miles Company was entitled 
to the exclusive use of the mark on June 19, 1920, or since that 
time. The cases cited by the attorney for Dr. Miles seem con- 
clusively to establish that he was not entitled to such exclusive use. 
Prior to 1917, when the Richmond Company’s use is alleged to 
have been fraudulent, the Richmond Company could not have been 
excluded from the use of the mark. In Parleti v. Guggenheimer 
(67 Md., 542; 10 Atl., 81) the court said: 

“* * * The conclusion is irresistible that he who seeks to mislead the 
public, and to palm off on it the spurious for the genuine article, under the 
guise of his trade-mark, or coupled with it, forfeits for all time, not his 


right to use his trade mark, for with that the courts will not interfere, but 
his right to have that trade-mark protected.” 
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And, again: 


“He can, of course, go on, and use it as long as he pleases, but the 
right of exclusive use is gone from him forever.” 


Clearly, then, in 1917, and a fortiori in 1920, the Miles Com- 
pany had not the right to exclude the Richmond Co. from the use 
of the mark here in issue. Hence it had not the exclusive right to 
the use of that mark, and hence it should not be allowed to keep 
its mark on the register. 

My attention is directed to one case in which the court of 
appeals has made a statement which on its face seems to be contrary 
to the conclusion I have reached. In Coffin Redington Co. v. Turner 
(1917, C. D., 187; 242 O. G., 751; 46 App. D. C., 449 [7 T. M. 
Rep. 327] ), the court of appeals found that appellee’s— 
ri ile mark or name itself was not deceptive, but the accompanying 
statements were, and their deceptive character is enough to disentitle the 
appellee to claim priority upon the ground of such use. 

“The appellant’s registration should have been allowed to stand and 


the appellee’s petition to be allowed registration on the ground of prior 
use should have been denied.” 


From this it might seem that a non-exclusive use would be 
sufficient to support a registration if the use which could not be 
exclusive was a deceptive use. That case, however, was not a 
cancellation proceeding, but was an interference proceeding be- 
tween an applicant and registration No. 82,574. It is clear that 
what the court said there was proper and not in dissonance with 
my holding here. The court said that an applicant whose use was 
deceptive was not entitled to registration, that registrant was 


entitled to prevail in the interference, and his “registration should 


have been allowed to stand,’ as that was the only thing possible, 
since the proceeding was not a cancellation proceeding. It does not 


at all follow that the court would have refused to cancel the regis- 


tration on petition of applicant in a proper proceeding. 

In the present case it is obviously improper to leave on the 
register a mark which on its face will allow the Miles Company 
to exclude the Richmond Company from the use of its mark when 
it is clear that the Richmond Company has the right to use that 
mark, (R. H. Macy & Co., Inc., v. The Macey Company, Inc., 
295 O. G., 463 [12 T. M. Rep. 257].) 
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The case has been treated as though ‘‘Nervine”’ were a technical 
trade-mark. Since the registration is under the 1920 act, it may be 


assumed that the word is descriptive of the goods. The impropriety 


of a registration which will prevent a legitimate use of such a word 


long in use by the Richmond Company is more clearly obvious than 
if the work were abitrary. 

The present petition to exercise supervisory authority to 
overrule the action of the Examiner of Interferences in denying the 
motion for judgment on the record is denied, and registration No. 


141.782 should be canceled. 


Ex pArRTE AMERICAN Dairy SuppLy ComPaANy. 
(312 O. G. 825) 
February 21, 1923 


‘Trape-Mark—“Certiriep Cap” ror Mitk Borrie Caps—Nor ReGisTraB ie. 
Since the words “The Certified Cap,” for paper disks for closures 

for receptacles, usually known as milk-bottle caps, are, if applied 
directly to the caps, either deceptive or descriptive of the contents of 

the bottles closed by the caps, held that registration of this mark 
used on labels showing the words directly applied to the disks should 

be refused, because distributors of milk and supervising health au- 
thorities, seeing such labels bearing notice of registration, would be led 

to believe the mark as applied directly to the caps had been registered. 

On appeal from decision of the Examiner denying registration. 


Affirmed. 
Hubert E. Peck, of Washington, D. C., for the applicant. 


KinNAN, First Assistant Commissioner: The applicant has 
appealed from the decision of the Examiner of Trade-Marks 
denying registration to “The Certified Cap,’ applied to paper 
material disks for closing receptacles, usually known as milk- 
bottle caps, and closure disks, Class 50, Merchandise not otherwise 
classified. 

It appears the registration was approved and the mark was 
published, but thereafter registration was refused for reasons, 
some of which are set out in the decision sustaining the opposition 
of the Sheffield Farms-Slawson-Decker Company in proceeding 
No. 1,125. 
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There were other protests filed by medical or health officers 
from various places, which protests have now been misplaced or 
lost, against the registration of a mark of this character to be 
used upon milk bottles or containers, and these protests were con 
sidered by the Examiner of Trade-Marks as having a bearing upon 
the matter of refusal of registration. 

Without reviewing at length these specific objections it will 
be sufficient to state here that it is a matter of common knowledge 
that in many communities, counties, or other sections of the country 
careful medical supervision by the health authorities of the pro- 
duction and handling of milk is in force. In many of these places 
milk which is handled and sold under this supervision is referred to 
as “certified milk,’ and such words appearing on the container, the 
closure, or any part of a receptacle used in distribution would 
create in the mind of the consumer the belief that the milk was 
being handled under such desirable supervision. In view of the 
foregoing I am satisfied the applicant is not entitled to use the word 


“Certified” or “The Certified Cap” on any device which is ultimately 


to become a part of a milk container. Such a use would be deceptive 


if the milk in the container were not certified and would be descrip- 
tive if the milk were certified. In either event the mark could not 
be registered under the 1905 act as amended. 

It is applicant’s contention that the use of the mark upon the 
cap itself is not contemplated. Appellant company states in the 
brief filed at the hearing: 

“Applicant’s “The Certified Cap’ products are sold to the bottle closure 
trade and are ultimately used to close various kinds of containers for 
various kinds of products, in addition to its use as a closure for bottled milk 

see Mr. J. A. Burkart affidavits of record. Applicant’s trade-mark, how- 
ever, is not displayed on or in connection with such containers and bottles 


and is not known to the consumers of the bottled milk and the products in 
such containers.” 


To emphasize this matter, applicant in the brief above referred 
to states that its “trade-mark is not displayed on applicant’s closure 
disks.’ In the affidavit filed June 30, 1922, the president of the 


applicant company avers that- 
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“the milk caps manufactured by said corporatiou applicant for the milk 
cap trade do not and never did bear the trade-mark of said applicant so 
far as the consumers of the bottled capped milk are concerned, and said 
corporation applicant does not print, impress or otherwise apply its said 
trade-mark directly on or to its caps, but its said trade-mark is displayed 
for inspection by the milk cap trade by labels on the packages or caps and 
by labels inserted in said packages, but not in such manner as to be seen 
by the consumers of bottled milk capped by “The Certified Cap.” 

The application, however, is not restricted in accordance with 
these averments and statements. The specimens show a label hav- 
ing the picture of a cap thereon with the mark applied directly 
to the cap. This would indicate to a purchaser that the applicant 
company was applying its mark, as shown in the picture, directly 
to the cap. A user of caps for milk bottles whose milk had been 
handled under the local health authorities and who wished and was 
entitled to label his caps “certified” would on seeing applicant com- 
pany’s label be warranted in believing such use would infringe the 
appellant’s rights. Further, health authorities seeing appellant’s 
label might well be led to believe their local statutes were being 
violated, or that the Patent Office had registered a mark to be used 
on caps by dairymen in violation of local statutes. No doubt it is 
true the applicant company usually prints the particular informa- 
tion on the cap requested by the milk distributor or user of the 


cap, but the label is contrary to this, and also there is no formal 


disclaimer of the use of the mark applied directly to the cap and 


nothing to prevent appellant from applying the mark, as the law 
contemplates a mark being applied, directly on the goods. It is 
believed the Examiner is right in denying registration of the mark. 


The decision of the Examiner of Trade-Marks is affirmed. 











